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III. DETAILED ACTION 



Request for Continued Examination Under 37 CFR 1.114 

This is in response to request for amendments filed August 27, 2008 Continued 
Examination Under 37 CFR .1 .114. 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's Request for Continued 
Examination (RCE) submission and its accompanying amendment filed on August 27 
2008 has been entered. 

Claims 13-19 are pending in this Application. 
Claims 1-12 have been canceled. 



This office action is in response to the amendment filed August 27, 2008. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever Invents or discovers any new and useful process, machine, 
manufacture, or composition of matter any new and useful improvement thereof, 
may obtain a patent therefor, subject to the conditions and requirements of this 
title. 

Claims 13, 15 and 16-17 and 1 9 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed non-statutory subject matter. 

In regards to Claims 13 and 15-17 and 19: 

Claim 13 and 15-17 and 19 recites, an "apparatus... device.... system", 
"means for" performing various functions, such as "storing... assigning.. 

.generating... ranking ... transmitting... receiving.." However, nothing in the disclosure 
of the present invention indicates that the recited "apparatus... device.... system" and/or 
the recited "mean for" necessarily includes hardware. Thus, for purposes of 
examination, the examiner will assume that the recited " apparatus... device.... system 
", "means foi" performing various functions, comprise only computer software. 
Accordingly, the "apparatus... device.... System recited in Claims 13 and 15-17 and 19 
are software perse. 
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Computer software is not a process, a machine, a manufacture or a composition 
of matter. Accordingly, Claims 13 and 15-17 and 19 fail to recite statutory subject 
matter, as defined in 35 U.S.C. 101 . 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 13-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
William Gross et al. ( US Publication No. 20040133564 A1 and Gross hereinafter) 
and further in view of Etienne Handman (US Publication No. 20060212444 Al and 
Handman hereinafter). 

Regarding Claims 13 and 14, Gross teaches a data processing apparatus (i.e. 
terminal. Figure 1, item 104 and Figure 5, item 502) [0173][0174] content to a user (i.e. 
such as subject, author, etc) [0073][[0074] ; 

comprising: receiving storing means for receiving storing favorite content lists via 
a network (i.e. network) [0077] (i.e. favorites includes content field and URL) [0075] 
received from a plurality of user terminal devices including the user terminal device 
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corresponding to the user (i.e. terminal, Figure 1, item 104 and Figure 5, item 502) 
[01 73] [01 74]; 



specifying portion for extracting (i.e. incremental indexing can be performed for 
files, emails, email attachments, Internet (or other network) search results, favorites, 
specific databases, and/or the like. Incremental indexing can be performed in direct 
response to a user command, continuously, periodically, and upon the occurrence of 
one or more specified conditions, generates and/or updates a corresponding index) 
[0077] and generating a content list by (i.e. generates and updates) [0077] comparing 
content listed in the received favorite content lists network (i.e. favorites includes 
content field and URL) [0075] [0077]; 



an assigning means for assigning points (i.e. a score can be assigned by the 
search system based on such properties, and if the score exceeds a predetermined 
threshold, the search system will categorize the page as a commercial or business web 
page) [0128]-[0130] to the content in each favorite content list (i.e. favorites includes 
content field and URL) [0075] in to a number of contents listed in the corresponding 
favorite content list (i.e. the quality of the links can be scored based on a variety of 
parameters, including the number of different domains the links link to, how many links 
are alive or broken (i.e. a broken link is a hyperlink that does not work), and other 
parameters. Thus, for example, the higher the number of different domains the links link 
to and the greater the number or percentage of alive links) (Examiner's note: based 
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Pages 



on the percentage of the alive linl<s, content lists of the favorites can be accessed) 
[0127]; 

and for assigning points (i.e. a score can be assigned by the search system 

based on such properties, and if the score exceeds a predetermined threshold, the 
search system will categorize the page as a commercial or business web page) [0128]- 
[0130] 

and ranking means for ranking content in the generated content list based on the 
points assigned to the content ) [0128]-[0130] . 

In regards to the new limitation ~ created by respective users including a first 
user - 

Gross teaches created by the respective users (i.e. queries from end users, 
including queries submitted via the search application 102) Paragraph [0065] Including 
a first user (i.e. the user can cause the search application to add the address or URL to 
the user's favorites list by activating the plus (+) button 322D. ) Paragraph [0134] see 
also (I.e. allow a user to customize) Paragraph [0096] see also (i.e. user can enter a 
search string) Paragraph [0097]. 

In regards to the new limitation ~ each of the users other than the first user - 
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Gross teaches each of the users other than the first user (i.e. end user ... 
significant customizing by users) Paragraph [0148] (Examiner notes that the other than 
the first user is inherent and can be the other users which includes other users). 

Gross does not teach recommending and generating a content list indicating 
common contents by comparing the content listed in the stored favorite content lists 
and a recommendation list generation portion recommending and inverse proportional. 

Handman teaches recommending (i.e. provides a list of songs that are similar to 
the repertoire of an artist or CD; it will allows us to generate recommendations for an 
end user) [0094] a generating means for generating a content list indicating common 
contents by comparing the content listed in the stored favorite content lists (i.e. 
Favorites" display features date , album purchase icon and song purchase item . Date 
provides information as to when the song was selectively associated with the 
"Favorites" list. Album purchase enables the selective purchase of the album (or other 
content object) from which the song originates. One way to enable the selective 
purchase of the album is to hyperlink album purchase to a web site such as the web site 
ofAmazon.com, which sells albums. Song purchase enables the selective purchase of 
the song (or other content object). One way to enable the selective purchase of the 
song is to hyperlink song purchase icon to a web site such as the "ITunes" web site 
from Apple Computer Corp. that offers songs for sale)[0071] ; a recommendation list 
generation portion recommending (i.e. provides a list of songs that are similar to the 



Application/Control Number: 10/518,992 Page 8 

Art Unit: 2165 

repertoire of an artist or CD; it will allows us to generate reconnnnendations for an end 
user) [0094] and inverse proportional (i.e. using the suitability quotient function above, 
the "Q" value for the song "With or Without You" in the context of the "U2" Station is 
0.045 (i.e., 1 ,500 minus 96, divided by 31 ,271 ). Therefore, a positive "Q" value for that 
song in that context ) Paragraph [0154] see also (i.e. the confidence factor is by 
multiplying the result of a comparison between the center vector and another song 
vector by the inverse of the standard deviation value.) Paragraph [01 17] (Examiner 
notes that Applicant has inversely proportional in Applicant's specification, as dividing 
total number of contents as shown in Figure 10, item ST33) . Therefore Examiner has 
taken the broadest interpretation). 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Gross with the teachings of Handman 
to include the claimed, recommending and generating a content list indicating common 
contents by comparing the content listed in the stored favorite content lists and a 
recommendation list generation portion recommending and inverse proportion with the 
motivation to compare attributes of items the consumer previously indicated he or she 
enjoys with attributes of other items to identify items that the consumer might enjoy. 
Thus, for example, if the consumer enjoys "Dubliners" by James Joyce, "Ulysses" by 
James Joyce might be identified as another item the consumer may enjoy because both 
"Dubliners" and "Ulysses" have a common attribute (the author, James Joyce), 
(Handman, [0004]). 
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Regarding Claims 15 and 16, Gross teaches user terminal device connected to a 
data processing system (i.e. terminals 104 and 502) [0173]-[0174] content to a user (i.e. 
such as subject, author, etc) [0073][0074]; comprising: 

transmitting means for transmitting (Figure 1 , item 1 13) a content list and a 
request for a content list [0075] to a data processing apparatus via a network (i.e. 
network) [0077]; 

In regards to the new limitation - created by respective users including a first 
user - 

Gross teaches created by the respective users (i.e. queries from end users, 
including queries submitted via the search application 102) Paragraph [0065] including 
a first user (i.e. the user can cause the search application to add the address or URL to 

the user's favorites list by activating the plus (+) button 322D. ) Paragraph [0134] see 
also (i.e. allow a user to customize) Paragraph [0096] see also (i.e. user can enter a 
search string) Paragraph [0097]. 

In regards to the new limitation - eacli oftlie users otiiertlian tlie first user- 

Gross teaches each of the users other than the first user (i.e. end user ... 
significant customizing by users) Paragraph [0148] (Examiner notes that the other than 
the first user is inherent and can be the other users which includes other users). 
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and receiving means for receiving tine requested content list [0075]; wherein tlie 
content list is specific to the user and is generated by [0077] assigning points [0128]- 
[0130] to the content in each favorite content list [0075] in inverse proportion to a 
number of contents listed in the corresponding favorite content list [0127], 

generating a content list indicating common contents by comparing the content 
listed in the favorite content lists [0075] [0077], 

and ranking content in the generated content list [0077] based on the points 
assigned to the content [0128]-[0130]. 

Gross does not teach generating the recommendation and not including the 
content of the user's favorite content list. 

Handman teaches generating the recommendation and not including the content 
of the user's favorite content list [0094]. 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Gross with the teachings of Handman 
to include the claimed, generating the recommendation and not including the content of 
the user's favorite content list with the motivation to compare attributes of items the 
consumer previously indicated he or she enjoys with attributes of other items to identify 
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items that the consumer might enjoy. Thus, for example, if the consumer enjoys 
"Dubliners" by James Joyce, "Ulysses" by James Joyce might be identified as another 
item the consumer may enjoy because both "Dubliners" and "Ulysses" have a common 
attribute (the author, James Joyce), (Handman, [0004]). 

Regarding Claim 17, Gross teach transmitting means for transmitting the content 
list to the user terminal device (i.e. terminals 104 and 502) [0173]-[0174]. 

Gross does not expressly teach recommendation. 

Handman teaches recommendation (i.e. provides a list of songs that are similar 
to the repertoire of an artist or CD; it will allows us to generate recommendations for an 
end user) [0094]. 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Gross with the teachings of Handman 
to include the claimed, recommendation with the motivation to compare attributes of 
items the consumer previously indicated he or she enjoys with attributes of other items 
to identify items that the consumer might enjoy. Thus, for example, if the consumer 
enjoys "Dubliners" by James Joyce, "Ulysses" by James Joyce might be identified as 
another item the consumer may enjoy because both "Dubliners" and "Ulysses" have a 
common attribute (the author, James Joyce), (Handman, [0004]). 
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Regarding Claim 18, Gross teaclies transmitting the content list user (i.e. such 
as subject, author, etc) [0073][[0074] to the user terminal device corresponding to the 
user (i.e. terminals 104 and 502) [0173]-[0174]. 

Regarding Claim 19, Gross teaches transmitting means (Figure 1 , item 113) for 
transmitting the content list to the user terminal device corresponding to the user [0713] 
to [0174]. 

Gross does not expressly teach recommendation. 

Handman teaches recommendation (i.e. provides a list of songs that are similar 
to the repertoire of an artist or CD; it will allows us to generate recommendations for an 
end user) [0094]. 

It would have been obvious to a person of ordinary skill in the art at the time of 
Applicant's invention to modify the teachings of Gross with the teachings of Handman 
to include the claimed, recommendation with the motivation to compare attributes of 
items the consumer previously indicated he or she enjoys with attributes of other items 
to identify items that the consumer might enjoy. Thus, for example, if the consumer 
enjoys "Dubliners" by James Joyce, "Ulysses" by James Joyce might be identified as 
another item the consumer may enjoy because both "Dubliners" and "Ulysses" have a 
common attribute (the author, James Joyce), (Handman, [0004]). 
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Based on Applicant's comment tliat tine newly added limitation, "assigning points 
to the content the favorite content list in inverse proportion to a number of contents 
listed in the corresponding favorite list", Examiner assets that these limitations are 
taught by the prior art made of record, Gross (i.e. the quality of the links can be scored 
based on a variety of parameters, including the number of different domains the links 
link to, how many links are alive or broken (i.e. a broken link is a hyperlink that does not 
work), and other parameters. Thus, for example, the higher the number of different 
domains the links link to and the greater the number or percentage of alive links) 
(Examiner's note: based on the percentage of the alive links, content lists of the 
favorites can be accessed) [0127]). 

Examiner respectfully asserts that the applied portions and combination of 
Gross and Handman teaches and are obvious over Applicant's claimed invention of 
favorites in a networking environment in which favorites are ranked and 
recommendations are generated based on ranking. 

Therefore, Claims 13-19 stand rejected at this time. 

Dependent claim 1 8 is also asserted not to be allowable for substantially the 
same reasons as claim 14, and more specifically, for the respective limitations they 
recite. 
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Dependent claims 17 and 19 are also asserted not to be allowable for 
substantially the same reasons as claim 16, and more specifically, for the respective 
limitations they recite. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Diane D. Mizrahi whose telephone number is 571-272- 
4079. The examiner can normally be reached on Monday-Thursday (9:30-4:30 p.m). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christian Chase can be reached on (571) 272-4190. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9306 for regular communications and (703) 305-3900 for After Final 
communication. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571 ) 272- 
2100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see littp://pair-direct.uspto.qov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll free). 



/Diane Mizrahi/ 

Diane. Mizrahi@USPTO.gov 
Primary Patent Examiner 
Technology Center 2100 

September 5, 2008 



